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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 .1 14, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 22, 2006 has been entered. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

3. Claims 6 and 7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Suzuki (US Patent No. 5,925,445). 



Regarding claim 6, Suzuki, in figure 3, discloses a circuit board for a 
semiconductor device comprising: a plurality of pads (P1-P4, as marked on figure 3 in 
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appendix "A") on which the semiconductor device is to be mounted, said pads being 
formed on the circuit board (1), and said pads being disposed in a first line (see figure); 
a plurality of terminals (T1-T4, as marked on figure 3 in appendix "A") formed on a side 
edge of the circuit board, said terminals being disposed in a second line (see figure), 
which is in parallel to said first line of said pads (see figure); a resist film (4a, 4b, 4c) 
covering an area on the circuit board between said pads and said terminals; and a 
barrier formed between said first line of said pads and said second line of said 
terminals, said barrier including a plurality of trench (TRC1-TRC2 as marked on figure 3 
in appendix "A") disposed along said terminals, and said trenches being formed in said 
resist film (see figure), wherein the surface of the circuit board is exposed in each trench 
(insulating board is exposed in the trench, see figure). 

Regarding the recitations "for the semiconductor devices", line 3, and "for an 
external device", line 6, the language "for the semiconductor devices", and for an 
external device", required that the pads or terminals are to be suitable to be used for the 
semiconductor devices and for the external device. The pads and terminals of Suzuki 
can be used for those intended use. Therefore, Suzuki meets the limitation. Further, it 
has been held that the a recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus satisfying the claimed structural limitations. Ex Parte Masham, 2 
USPQ 2d 1647 (1987). 
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Regarding claim 7, Suzuki further discloses said trenches are parallel to each 
other (see figure). 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 13-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki as applied to claim 6 above. 

Regarding claim 13, Suzuki discloses all the features of the claimed invention 
including the trenches as applied to claim 6 above, but does not disclose a distance 
between trenches is 1 mm. However, as can be seen from the figure the distance 
between the trenches will decide the width of the resist between the adjacent pad, 
which in turn will be decided upon the degree of electrical isolation required between the 
adjacent pads to avoid short circuit. Further, it has been held that discovering an 
optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to provide the structure of Suzuki with a distance 
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between trenches as 1 mm, in order to have the desired degree of isolation between the 
adjacent pads to avoid short circuit. 

Regarding claim 14, the modified structure of Suzuki discloses said terminals 
are disposed in a certain length, which is shorter than a length of said barrier (see 
figure). 

Regarding claim 15, the modified structure of Suzuki discloses a depth of the 
barrier equals the thickness of the resist film (see figure). 

Regarding claim 16, Suzuki discloses all the features of the claimed invention 
including the trenches as applied to claim 6 above, but does not disclose each trench 
had a width of 1 mm. However, as can be seen from the figure the width of the trench 
will depend upon the size of the pad required as the pads are exposed in the trench. 
The pad size will depend upon the interconnection structure with the corresponding 
interconnect to be connected to have reliable interconnection. Further, it has been held 
that discovering an optimum value of a result effective variable involves only routine skill 
in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicants invention to provide the structure of Suzuki with each trench 
having a width of 1 mm, in order to have desired width of the pad to have a reliable 
interconnection. 
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Regarding claim 17, the modified structure of Suzuki discloses said terminals 
are disposed in a certain length, which. is shorter than a length of said barrier (see 
figure). 

Regarding claim 18, the modified structure of Suzuki discloses a depth of the 
barrier equals the thickness of the resist film (see figure). 

Regarding claim 19, the modified structure of Suzuki discloses each trench had 
a width of 1 mm as applied to claim 16<above. 

Regarding claim 20, the modified structure of Suzuki discloses said terminals 
are disposed in a certain length, which is shorter than a length of said barrier (see 
figure). . 

Regarding claim 21, the modified structure of Suzuki discloses a depth of the 
barrier equals the thickness of the resist film (see figure). 

Response to Arguments 

3. Applicant's arguments with respect to claims have been considered but are moot 
in view of the new explanation / new ground(s) of rejection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ishwar (I. B.) Patel whose telephone number is (571) 
272 1933. The examiner can normally be reached on M-F (8:30 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean Reichard can be reached on (571) 272 1984. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




ibp 

December 17, 2006 



Ishwar (I. B.) Patel 
Primary Examiner 
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